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Art Unit: 1616 

DETAILED ACTION 

The Examiner acknowledges receipt of application number 10/719,224 filed on 
11/21/2003. Claims 1-21 are pending. 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-10, drawn to a topical cosmetic composition for providing 
noticeably healthy looking human skin comprising a topical cosmetic 
carrier vehicle including vitamin A, vitamin E, aloe, and at least one 
member selected from the group consisting of bisabolol, panthenol, 
vitamin B 3 and vitamin C, wherein said vitamin A, said vitamin E, said 
aloe, and said at least one member are each independently included in an 
amount of about 0.001% to about 5% by weight of the composition, 
classified in class 514, subclass 356, 458, 474 and 725, for example. 

II. Claims 11-21, drawn to a method of providing noticeably healthy looking 
human skin which comprises applying to human skin at least once a day 
over at least seven days a topical cosmetic composition comprising a 
topical cosmetic carrier vehicle including vitamin A, vitamin E, aloe, and at 
least one member selected from the group consisting of bisabolol, 
panthenol, vitamin B3 and vitamin C, wherein said vitamin A, said vitamin 
E, said aloe, and said at least one member are each independently 
included in an amount of about 0.001% to about 5% by weight of the 
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composition, classified in class 424, subclass 78.03, 401 and 744, for 
example. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions Group I and Group II are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product. See MPEP § 806.05(h). In the instant case the method 
of providing noticeably healthy looking human skin as claimed can be practiced with 
Johnson's Baby Lotion. The composition as claimed can be used as a food additive to 
provide vitamins to undernourished individuals. 

Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification and would present an undue burden of search on the Examiner, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with Stephan Williams on 05/16/06 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-10. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 11-21 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
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or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
All claims directed a nonelected process invention must require all the limitations of an 
allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1.104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S. C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821.04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1, 2, 4, and 7-10 are rejected under 35 U.S.C. 102(a) and 35 U.S.C. 
102(e) as being anticipated by Jensen et al. (US 2002/0192246 A1 (published: Dec. 19, 
2002)). 

Jensen et aL disclose a topical skin care composition formulated as a lotion, 
cream or a gel which contains vitamin C, vitamin E, aloe vera, bisabolol, vitamin A in 
amount of about 0-1 % by weight and panthenol in an amount between about 1-5 % by 
weight (Page 6, [0076]; claims 1, 48, 56 and 58). The Examiner notes that the Noni 
plant contains niacin but the exact amount is not disclosed (Page 3, [0043]). 

With respect to the art rejection above, it is noted that the reference does not 
teach that the composition can be used in the manner instantly claimed, shaving gel, 
however, the intended use of the claimed composition does not patentably distinguish 
the composition, per se, since such undisclosed use is inherent in the reference 
composition. In order to be limiting, the intended use must create a structural difference 
between the claimed composition and the prior art composition. In the instant case, the 
intended use does not create a structural difference, thus the intended use is not 
limiting. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 1, 2, 4 and 7-10 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Hsieh(WO 98/30198). 

Hsieh discloses hand and body lotion and cream compositions which contain 
0.38 % vitamin A palmitate, 0.75 % magnesium ascorbyl phosphate (Vitamin C 
derivative), 0.38 % vitamin E acetate, 0.38 % alpha-bisabolol, 0.25 % panthenol and 
1 .00 % aloe vera gel concentrate thus anticipating instant claims 1 , 2, 4, and 7-10 (Page 
7, example 1, lines 15-42 and see also examples 2 and 3 on page 8). 

With respect to the art rejection above, it is noted that the reference does not 
teach that the composition can be used in the manner instantly claimed, shaving gel, 
however, the intended use of the claimed composition does not patentably distinguish 
the composition, per se, since such undisclosed use is inherent in the reference 
composition. In order to be limiting, the intended use must create a structural difference 
between the claimed composition and the prior art composition. In the instant case, the 
intended use does not create a structural difference, thus the intended use is not 
limiting. 

Claim Rejections - 35 USC § 102 

Claims 1, 2, 4 and 7-10 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Mausner (US 5,571,503). 

Mausner discloses a moisture lotion composition that contains 0.01-2.0 % 
tocopheryl acetate, 0.01-2.0 % retinyl palmitate, 0.01-2.0 % ascorbyl palmitate, 0.01-2.0 
% panthenol, 0.01-2.0 % aloe extract thus reading on instant claims 1 , 2, 4, 7, 9 and 10 
(Column 15, Table 1). The Examiner notes that matricaria extract is present from 0.01- 
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2.0 % by weight and is derived from wild chamomile (Column 10, lines 31-41 and 
column 15, line 16). 

With respect to the art rejection above, it is noted that the reference does not 
teach that the composition can be used in the manner instantly claimed, shaving gel, 
however, the intended use of the claimed composition does not patentably distinguish 
the composition, per se, since such undisclosed use is inherent in the reference 
composition. In order to be limiting, the intended use must create a structural difference 
between the claimed composition and the prior art composition. In the instant case, the 
intended use does not create a structural difference, thus the intended use is not 
limiting. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1 966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 1, 3, 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hsieh (WO 98/30198) in view of Fike (US 5,612,382). 

Applicant claims a topical cosmetic composition for providing noticeably healthy 
looking human skin comprising a topical cosmetic carrier vehicle including vitamin A, 
vitamin E, aloe, and at least one member selected from the group consisting of 
bisabolol, panthenol, vitamin B 3 and vitamin C, wherein said vitamin A, said vitamin E, 
said aloe, and said at least one member are each independently included in an amount 
of about 0.001% to about 5% by weight of the composition. 

Determination of the scope and content of the prior art 

(MPEP 2141.01) 

The reference of Hsieh is discussed in detail above and that discussion is hereby 
incorporated by reference. 

Fike teaches the addition of 0.1 to 15 weight percent of vitamin B 3 (niacin) or 
derivatives thereof to compositions for delivering active ingredients through the skin or 
mucosal tissues (Abstract; column 4, lines 46-67 and claims 1 , 6 and 7, for example). 

Ascertainment of the difference between the prior art and the claims 

(MPEP 2141.02) 

Hsieh does not expressly teach the addition of vitamin B3 in an amount of about 
0.001 % to about 5 % by weight of the composition. 
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Finding of prima facie obviousness 
Rational and Motivation (MPEP 2142-2143) 

It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to add vitamin B3 in an amount from 0.1 to 15 % by weight, 
as suggested by Fike, to the composition of Hsieh and produce the instant invention. 

One of ordinary skill in the art would have been motivated to do this because 
Fike teaches that compositions containing niacin may also be used to soften, moisturize 
and reduce the flakiness of the skin (Column 4, lines 45-49). One of ordinary skill in the 
art would want these desirable characteristics of any skin lotion, cream, cleansing 
composition or gel and would therefore be motivated to add niacin to the skin care 
product. 

From the teachings of the references, it is apparent that one of ordinary skill in 
the art would have had a reasonable expectation of success in producing the claimed 
invention. Therefore, the invention as a whole was prima facie obvious to one of 
ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence of evidence to the contrary. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

No claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ernst V. Arnold whose telephone number is 571-272- 
8509. The examiner can normally be reached on M-F (6:15 am-3:45 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Ernst Arnold 
Patent Examiner 
Technology Center 1600 
Art Unit 1616 



May 02, 2006 




Johann Richter, Ph.D. Esq. 
Supervisory Patent Examiner 
Technology Center 1600 



